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Status 
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DETAILED ACTION 
Response to Amendment 

1 . This Office action is responsive to the amendment dated May 24, 2004. Claims 1 , 

2, and 5-7 were amended. Claims 3 and 4 are cancelled. Claims 1, 2, and 5-8 are 
pending. 

2. Claim 1 is objected to because of the following informalities: 

Applicant's amendment added the words "automobile body" between "said" and 
"substrate". The substrate previously recited in the claim is not limited to an automobile 
substrate, so the use of the phrase "said automobile body substrate" is improper since 
there is inconsistency in the description of the substrate. Appropriate correction is 
required. 

3. The drawings remain objected to for the reasons set forth in the Office action 
mailed January 23, 2004, paragraph 1. 

4. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

5. The rejection of claims 3 and 4 under 35 U.S.C. 102(b) as being anticipated by 
Rosa et al. (US 5,518,561) is withdrawn due to the cancellation of claims 3 and 4. 

6. Claims 1, 2, and 5-8 are again rejected under 35 U.S.C. 102(b) as being 
anticipated by Rosa et al. (US 5,518,561). Rosa et al. teaches a graphic display (see front 
page). The EL lamp layer (16) of figure 2 reads upon the instant "color providing film 
layer" and comprises electroluminescent material (see col. 4, lines 1-14). The translucent 
film (18) reads upon the instant "mid-coat film layer" formed on the color providing film 
(see figure 2 and col. 4, lines 19-24). The protective layer (24) depicted in figure 2 reads 
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upon the "at least partially-transparent clearcoat film layer" (see figure 2 and col. 3, lines 
61-67). The EL lamp is disclosed as being energized with electric current per instant 
claim 2 (see col. 4, lines 16-19). The EL lamp, translucent film, and protective layer are 
disposed on adhesive (26) (see figure 2). The EL material of the EL lamp (16) is 
comprised of a composition of luminescent particles and resin (see figure 3) (see also col. 
4, lines 8-10). Instant claim 5 is considered to be a product by process limitation (see 
MPEP 2113). The translucent film (18), which reads upon the instant "mid-coat layer" 
comprises an inked image per the instant claim 6 limitation requiring an opaque pigment 
for selective masking of the color providing film layer (see figure 2 and col. 4, lines 20- 
24). Per instant claim 7, the inked images are disclosed as capable of having light pass 
through the images (see col. 4, /lines 35-40). 

7. The rejection of claim 3 under 35 U.S.C. 102(b) as being anticipated by JP 1 1- 
059267 (see English abstract for reference) is withdrawn due to the cancellation of claim 
3. 

8. Claims 1 and 2 are again rejected under 35 U.S.C. 102(b) as being anticipated by 
JP 1 1-059267 (see English abstract for reference). JP 1 1-0592687 discloses a thin 
moisture-proof EL light. The fluorescent layer (20) reads upon the color providing layer. 
The transparent electrode layer (1 8) reads upon the mid-coat layer. The protection film 
(16) reads upon the instant clearcoat film. The EL light emitting mark is disclosed as a 
decal and comprises adhesive (26) for mounting to a member. The electrodes connect to 
an electrical source per instant claim 2. 

9. The rejection of claim 4 under 35 U.S.C. 102(e) as being anticipated by Abe et al. 
(US 6,441,551) is withdrawn due to the cancellation of claim 4. 
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10. Claims 1, 2, and 5 are again rejected under 35 U.S. C. 102(e) as being anticipated 
by Abe et al. (US 6,441,551). Abe et al. discloses an electroluminescent device and 
apparatus. In Figure 3, layer (8) is a luminescent layer comprising luminescent particles, 
which reads upon the instant "color-providing film layer" per instant claim 1 (see fig. 3 
and col. 5, lines 12-65). In Figure 3, the transparent conductive layer (2) reads upon the 
instant claim 1 "at least partially-transparent mid-coat film layer" (see figure 3). In 
Figure 3, the filter layer (9) reads upon the instant claim 1 "at least partially-transparent 
clearcoat film layer" (see figure 3 and col. 8, lines 13-17). The electroluminescent device 
is connected to an electric power source per instant claim 2 (see col. 2, lines 1-21). The 
luminescent layer is formed from a combination of paint and luminescent particles (see 
col. 5, lines 25-65) per the instant claim 1 requirement of a color-providing composition 
applied to said substrate. Claim 5 is considered to be a product-by-process claim (see 
MPEP2113). 

11. Claim 8 is again rejected under 35 U.S.C. 103(a) as being unpatentable over Abe 
et al. (US 6,441,551). Abe et al. is relied upon for the rejection of claim 1 as set forth 
above. Abe et al. teaches a luminescent layer (8) (see figure 3) which reads upon the 
color-providing film of claim 1 . Abe et al. fails to teach specifically the luminescent 
layer comprises further "an at least partially-transparent pigment in combination with 
said electroluminescent phosphor". Abe et al. does teach further kinds of particles in 
addition to the luminescent particles may be used in the luminescent layer such as 
particles of glass and coloring materials (see col. 7, lines 57-60). It would have been 
obvious to one of ordinary skill in the art to select transparent glass and further coloring 
materials including partially transparent pigments to use with the luminescent particles, 
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because Abe et al. teaches such further components may be selected for the luminescent 
layer. 

Response to Arguments 

12. Applicant's arguments filed May 24, 2004 have been fully considered but they are 
not persuasive. 

With regard to the rejection over Rosa et al., applicant argues "The instant claims 
are distinguished from Rosa et al. as the instant claims teach a color providing coating 
composition containing electroluminescent phosphor that is applied to directly to an 
automobile substrate. . .In the instant claims there is no lamp bonded to the substrate. 
In response, the examiner submits the instant claims do not require that the coating 
composition be directly adjacent the substrate. The claims only state that the composition 
is "applied to" the substrate. Since the claim uses the term "comprising" to describe the 
product's components, other layers or components may be present in the product. 

With regard to the rejection over JP 1 1-059267, applicant argues "The instant 
claims are distinguished from the reference as the instant claims define a phosphorescent 
coating applied directly to an automotive substrate and do not define an EL light emitting 
decal adhesively mounted to the vehicle." As similarly argued above, the examiner 
submits the instant claims do not require that the coating composition be directly adjacent 
the substrate. The claims only state that the composition is "applied to" the substrate. 
Since the claim uses the term "comprising" to describe the components, other layers or 
components may be present in the product. In addition, a decal affixed to a car is deemed 
to read upon the composition "applied to" a substrate. 
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With regard to the rejection over Abe et al., applicants argue 'The instantly 
defined invention does not include a liquid crystal layer." Again, the examiner submits 
that other components and layers may be present due to the claim 1 use of the word 
"comprising". Applicant further argues 'The instant claims define that the vehicle itself 
forms the substrate that is illuminated". The examiner submits that the claims only 
require that the phosphor is excited by electrical induction. Applicants argue there is no 
transparent conductive layer and no rear electrode. Again, the examiner notes that use of 
the word "comprising" in the claims does not exclude other components or layers from 
being present in the product. 

With regard to applicant's claim 8 arguments over Abe et al., the examiner 
submits that Abe et al. does teach the luminescent layer comprises a mixture 
(composition) of paint and luminescent particles (see col. 5, lines 25-26). The application 
process of the composition to form the layer is not considered to be patentably 
significant, since the claim under consideration is a product claim (please see MPEP 2113 
discussion of product-by-process claims). 

The examiner further notes that applicant's recitation of an "automobile body 
substrate" does not distinguish the claims over the art since no particular material or 
shape is designated for the automobile body substrate. Automobiles are known to 
comprise a number of material such as plastic, metal, and glass. 
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Conclusion 

13. THIS ACTION IS MADE FINAL, Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dawn Garrett whose telephone number is 571-272-1523. 
The examiner can normally be reached Monday through Friday during normal business 
hours. Please allow the examiner twenty- four hours to return your call. 

If reasonable attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Rena Dye, can be reached at 571-272-3186. The fax phone 
number for the organization where this application or proceeding is assigned is 703-872- 
9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
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more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 
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